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REMARK S 

Claims 2 J -38 arc pending in Ihc present application. Reconsideration of the 
claims is respectfully requested. 

I. 35 U.SX:.8102,Auticina«oii 

The Office Action rejects claims 21-25, 27-31 f and 33-37 under 35 U.S.C § 102 
as being anlicipated by Rowley (US Patent No. 5,999/740). This rejection is respectfully 
traversed. 

With respect to independent claims 21, 27, and 33, the Office Action states: 

As per claims 21, 27, and 33, Rowley teaches a method, an 
apparatus, and a computer program product in a computer-readable 
medium for communicating over Internet comprising: responsive to 
receipt ofa signal to transmit information from the Internet processor over 
an established Internet connection, identifying at least one information 
element within the information to be transmitted (sec col. 1, lines 30-37); 
generating a message, wherein the message presents the at least one 
information clement and includes acanccj control for canceling 
transmission (sec Fig. 9); and responsive lo selection of the cancel control, 
canceling transmission ofthc information over the established Internet 
connection (see col, 5, tines 59-61). 

Ofllce Action, dated December 1 1 , 2003, Applicants respectfully disagree. Rowley 

teaches an updating mechanism for software, wherein a server transmits software updates 

lo a client, A user selects applications for update in a user interface and the application 

updates are downloaded from a remote file server, The user may cancel the download 

from ihc remote file server to the user's device. 

In contradistinction, the present invention provides a mechanism for generating a 

message that presents at least one information clement being transmitted and a cancel 

control for canceling transmission. Claim 21 recites: 

21 . A method, in an Internet processor, for communicating over the . 
Internet, the method comprising: 

responsive to receipt of a signal to transmit information from the 
Intei net processor over an established Ink met connection, identifying at 
least one information clement within the information to be transmitted; 

generating a message, wherein the message presents the at least 
one information clement and includes acjinccl control for canceling 
transmission; and 
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responsive Lo selection of the cancel control, canceling 
transmission of the information over the established Internet connection. 

As is discussed more fully below, the Applicants have been consistent in their definition 
ol' the "Internet processor" as a client device. Thus, the present invention identifies at 
least one information clement within the information to be transmitted responsive to 
receipt of a signal to transmit information from Ihe Internet processor over nn 
established Internet connection. The present invention also generates a message that 
presents (lie at least one information clement and includes a cancel control for 
canceling transmission. Note that the potential tumsmission and presentation of the 
information occur in the same client device. Rowley docs not teach or suggest these 
features. 

The cited portions or Rowley stale: 

(a) means for accessing a remote file server lo obtain a 
release file containing a list of software applications 
available from ihe remote server and their current version 
details; 

(b) means for comparing said release file with said 
registration file to determine which of the installed 
applications have upgrades available; 

(c) user interface means for allowing a user to select at least 
one of said applications for upgrading; 

Rowley, col. 1, lines 3 1-37. 

Alternatively, the user may simply exit from Uic program 
without performing any updates by selecting the "Cancel" 
button. 

Rowley, col. 5, lines 59-61 . Thus, Rowley teacher a user interface at the client for 
selecting an application for upgrading and a cancel control for canceling a transmission 
from a server lo a client. Rowley docs not teach or suggest ""generating a message, 
wherein Ihe message presents the at least one information clement/" as recited in claim 
21 . The cited portion of Rowley teaches canceling an update; however, this update 
includes information to be transmitted to the Internet processor, rather than from the 
Internet processor, as in claim 21 « The process in Rowley is a different process from that 
ofthe present invention. In fact, Rowley docs not even address the problem being solved 
by the present invention, client privacy. 

Page 6 of 12 
Jones et at. -09/2 12,212 

PAGE 8/14 1 RCVD AT 3/10/2004 4:08:28 PM [Eastern Standard Time] • SVR:USPTMFXRF-1/1 * DNIS:8729306 1 mm 367 2002 * DURATION (mm-ss):04-24 



IfeflS, YEE & CAHOON FAX NO. 97^1 



MAR-10-2004 WED 03:11 PM CAWTENS, YEE & CAHOON FAX NO. 972^B7 2002 P. 09 



The Office Action states: 

In response lo the argument regarding the teachings of Rowley, 
Rowley clearly teaches the limitation of "uncrating a message. . and 
"cancel conlrol for canceling transmission. of the information over (he 
established Internet connection" (sec references provided). Tt is noted that 
the transmission of "to" and "from" is not explicitly mention, but rather 
"communicating over Internet". Additionally, one of ordinary skill in the 
art would question which specific device h an "Internet processor", and 
concur that any device able to transmit and receive data, via the Internet, 
which includes a processor is an Internet processor. Therefore, 
Applicant's arguments fail to comply with 37 C1 7 R 1.111(b) because they 
amount lo a general allegation that the claims define a patentable 
invention without specifically pointing out how the language ofthe claims 
patcnlably distinguishes Ihcm from the references. 

Office Action, dated December 11, 2003. Applicants respectfully disagree. Clearly, the 
Applicants are entitled to bo their own lexicographer. The Office Action appears to argue 
that the words **from" and "to** may be given di flVrcnt interpretations depending upon the 
perspective ofthe "Internet processor'* and that an "Internet processor" may be 
interpreted as "any device able to transmit and receive data, via the Internet, which 
includes a processor." 

However, assuming arguendo (hat the IZx^mincr is entitled to argue that the server 
is the Internet processor, the Office Aclioaproffcr s no explanation as to how these 
intuqirelations apply to the Rowley reference or how Rowley anticipates the claimed 
invention under these interpretations. Rather, it appears that the Office Action is giving 
(ho terms no meaning whatsoever, since the Office Action docs not explain how tho 
claimed features are somehow taught by Rowley, A prior art reference anticipates the 
claimed invention under 35 U.S.C § 102 only if every element of a claimed invention is 
identically shown in that single reference, arranged as they are in the claims. In re Bond, 
910 L\2d 831 , 832, 15 US.P.Q.2d 1566, 1567 (Fed. Cir. 1990). All limitations or the 
claimed invention must be considered when determining patentability. In reLowry, 32 
F\3d 1579, 1582, 32 U.S.P.Q,2d 1031, 1034 (Fed. Cir. 1994). Anticipation focuses on 
whether a claim reads on the product or process a prior art reference discloses, not on what 
(he reference broadly teaches. Kahnan v. Kimberly-Clark Corp., 71 3 F.2d 760, 21 8 
U.S.P.Q. 781 (Fed. Cir, 1983). Therefore, the Office Action fails to establish * prima 
facie case of anticipation under 35 U.S.C. § 102, because the Office Action does not 
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show where each and every claim limilalion is taught in Ihe Rowley reference, 
particularly under the specific interpretations argued In the Office Action. 

Specifically, iho preamble of claim 21, recites "[a] method, In an Internet 
processor, for communicating over the Internet. . [emphasis added]. The body of claim 
21 presents further limitations to this method; however, as recited, the method is 
practiced in an Internet processor, i.e. a single machine. As slated above, a prior art 
reference anticipates the claimed invention under 35 U.S.C. § 102 only if every clement of 
a claimed invention is identically shown in that single reference, arranged as they arc in the 
claims. If indeed* the Internet processor is the server as the Examiner argues, Rowley does 
not teach or fairly suggest a step of ''responsive to receipt of a signal to transmit 
information from the Internet processor over an established Internet connection, 
identifying at least one information clement wilhiit the information to be transmitted. " In 
Rowley, this step is not performed in the Internet processor, but the client device. 

In Rowley, application updates are transmitted from a remote file server to a client 
device. T5von if one were to interpret the term "Internet processor" to read on the remote 
file server of Rowley, the reference fails to teach or (airly suggest a step of "generating a 
message, wherein the message presents the at least one information clement and includes 
a cancel control for canceling transmission," where the step is performed at the remote 
file server. Still further, Rowley fails to leach or fairly suggest a step of "responsive to 
selection of the cancel control, canceling transmission of the information over the 
established Internet connection" where ibis step is performed entirely at the remote file 
server. At best, in Rowley, the cancellation of transmission may occur at the remote file 
server, but the election would occur at the; client. 

Clearly, Rowley 6oos not anticipate the claimed invention under this interpretation 
which is what the Applicants currently understand as the Examiner's position. So if this 
is not the lixammcr's position, the Examiner should be prepared to answer the following 
questions with rufcruncu to the recited claim language: which clement in Rowley is 
interpreted to be an "Internet processor/ 1 as recited in the instant claims? Which element 
in Rowley receives a signal to transmit information from the Internet processor over an 
established Internet connection? Which clement in Rowley identifies at least one 
information element within the information to be Iransmittod? Which element in Rowley 
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generates a mcssago, wherein the message presents Ihe at least one information clement 
and includes a cancel control for canceling transmission? Which element in Rowley 
cancels transmission of the information over Ihc established Inlenict connection 
responsive lo selection of Ihe cancel control? Applicants submit that Rowley fails to 
leach an Internet processor in which the steps orclaim 21 are performed. 

Since the applied reference fails to teach or suggest each and every claim 
limilalion, claim 21 is not anticipated by Rowley. Independent claims 27 and 33 recite 
subject matter addressed above with respect lo chiim 21 and arc allowable for the same 
reasons, Since claims 22-25, 28-31 , and 34-37 depend from claims 21, 27, and 33, the 
same distinctions between Rowley and the invention rccilcd in claims 21, 27, and 33 
apply for these claims. Additionally, claims 22-25, 28-3 1 , and 34-37 recite other 
additional combinations of features not suggested by Ihc reference. 

More particularly, with respect to claims 22, 28, and 34, the Office Action stales; 

As per claims 22, 28, and 34, Rowley further teaches wherein the 
message includes a selection control for c;ich information element 
disclosed in the message (see Fig, 9 and col. 5, lines 35-53). 

Office Action, dated December 1 1, 2003. Applicants respectfully disagree. Rowley fails 
lo teach or suggest "respond v*3 to receipt of a signal to transmit information from the 
Internet processor (Ihe client) over an established Internet connection, identifying at least 
one information clement within the information to be transmitted" and ''generating a 
message, wherein the message presents the at leasi one information element and includes 
ei cancel control for canceling transmission/' as recited in representative claim 21. 
Therefore, it follows that Rowley also fails to teach or suggest the further limitation of a 
selection control for each information clement disclosed in the message. 

As slated above, Rowley teaches canceling an update, which includes information 
lo be transmitted lo the Internet processor, rather than from the Internet processor, as in 
claim 21 . While the Applicants' arguments arc necessarily semantic in that they arc 
concerned with the particular words in the claims, the Examiner is respectfully urged lo 
consider that the Applicants 7 arguments arc more rhan a. debate over which preposition is 
Ihc correct one to use. The words in the claims wore chosen with care to recite the 
Applicants 4 invention for improving client privacy. Rowley fails to even address this 
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problem, and docs not leach or suggest the claimed invention. Therefore, claims 22, 28, 
nnd 34 are not anticipated by Rowley. 

Furthermore, with respect lo claims 23-25, 29-31, and 35-37, the Office Action 

slates: 

As per claims 23, 29, and 35, Rowley further leaches wherein each 
selection control is selectee! by default (sec col. 5, lines 54-57). 

As per claims 24, 25, 30, 31, 36, arid 37, Rowley teach of further 
comprising: responsive to deselection of a selection control, blocking 
transmission of the information clement corresponding to the selection or 
deselection control (see Fig. 9). 

Office Action, dated December I U 2003. Applicants respectfully disagree. Rowley fails 
to teach or suggest u a selection control for each information clement disclosed in the 
message/' as recited in representative claim 22. r i hcrefore, it follows that Rowley also 
fails to Leach or suggest the further limitation of e itch selection control being selected by 
default. One would assume that when a user requests a software update in Rowley, the . 
user wishes to have the software update iran.smiilcd lo the client device from the remote 
file server. As such, there would be no need for a selection control and certainly Rowley 
docs not teach or even suggest that the selection cnnlrol would be selected by default, 
because only new or updated files arc downloaded. There would be no need for selection 
or deselection of a selection control because only needed files arc downloaded for a 
software update in Rowley. Therefore, claims 23-25, 29-31, and 35-37 arc not anticipated 
by Rowley. 

Therefore, Applicants respectfully request withdrawal of the rejection of claims 
21-25,27-31, and 33-37 under 35 U.S.C. § 102. 

Furthermore, Rowley docs not teach, suggvSt, or give any incentive to make the 
needed changes to reach the presently claimed invention. Rowley actually teaches away 
from the presently claimed invention because it leaches a control for canceling 
transmission of information to an Internet processor, a$ opposed to a control for 
canceling transmission of information from an Internet processor, as in the presently 
claimed invention. Absent the Office Action pointing out some teaching or incentive lo 
implement the teachings of Rowley to perform contrary to what is taught by the reference, 
one of ordinary skill in the art would not be led lo modify Rowley to reach the present 
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invention when the reference is examined as a whole. Absent some leaching, suggestion, 
or incentive to modify Rowley in this manner, the presently claimed invention can be 
readied only through an improper use of hindsight using (he applicants' disclosure as a 
template lo make the necessary changes lo reach the claimed invention. 

II. 35 IIS.C. § 103. Obviousness 

The Ofllcc Action rejects claims 26, 32, and 38 under 35 U.S.C. § 1 03 as being 
unpatentable over Rowley in view of Reha et al (US Patent No. 6,282,709). This 
rejection is respectfully traversed. 

With respect lo claims 26, 32, and 38, the Office Action states: 

Rowley teaches all the limitations of claims 26, 32, and 38 except 
wherein Lhe message presents the address of the Internet server to which 
the information is to be transmitted. Rcha teaches wherein the message 
presents the address of the Internet server \o which the information is 
transmitted (sec col. 10, lines 63-65). Tt would have been obvious to a 
person of ordinary skill in the art aL the time the invention was made to 
employ the teachings of Rcha within die system of Rowley by presenting 
the Internet server address to which the information is to be transmitted 
within the Internet communicating method, apparatus, and program 
because tins would provide the user with additional information and allow 
the user to have additional control to continue or cancel the update 
transmission. 

Office Action, dated December 1 1 , 2003. Applicants respectfully disagree. As stated 
nbovc, Rowky teaches canceling an update, which includes information to be transmitted 
to the Internet processor, rather than from the TnUrnet processor, as in claim 21 . The 
process in Rowley is a different process from that of the present invention. In fact, 
Rowley does not even address the problem being M>lved by the present invention, client 
privacy. Rcha docs not make up for the deficiencies of Rowley. To the contrary, Reha 
suffers from the same deficiencies as Rowley, Th<; cited portion of Reha leaches, "a 
server address for a server containing possible updates for a component of the at least one 
software program," Sec Reha, col. 10 7 lines 63-65. Thus, Reha is also concerned with 
transmission of information to au Internet processor from a server, and like Rowley is 
concerned with so Aware updates rather than client privacy. 
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Furthermore, Reha teaches that the server address is included in a software 
component definition file. Reha docs not teach or fairly suggest generating a message 
that presents llic server address, so that the user con understand whether he or she wants 
that particular piece of information to go to that particular server, as alleged in the Office 
Action. Thus, even assuming, arguendo* that a person of ordinary skill in the art were 
motivated to combine Rowley and Reha, the combination would not result in .the 
presently claimed invention. 

The applied references, taken alone or in combination, fail to teach or suggest 
each and every claim limitation; therefore, claims 26, 32, and 38 arc not rendered obvious 
by the proposed combination of Rowley and Reha, Therefore, Applicants respectfully 
request withdrawal of the rejection of claims 26, 32, and 38 under 35 U;S.C\ § 103. 

JII, Conclusion 

It is respectfully uryed that the subject application is patentable over the prior an 
of record and is now in condition for allowance. 

The Examiner is invited to call the undersigned at the below-listed telephone 
number if in the opinion of the Examiner such a telephone conference would expedite or 
aid the prosecuLion and examination of this application. 



DATE: . 




Stcpfmn R, Tkiics 

Reg. No. 46,430 

Carstcns, Yee & Cahoon, LLP 

P.OJJox 802334 

Dallas, TX 75380 

(972)367-2001 

A gem for Applicants 
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